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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 3, 4, 10, and 11 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 3 and 10, it is unclear what the recognizable figure obtained 
from a combination of the opposite marks is, and how it expresses a positional relation 
between the first and second positioning marks. 

Regarding claims 4 and 1 1 , it is unclear how the first and second positioning 
marks have a common center of gravity and are prevented from overlapping each other. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. r 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nishigaki et al. (U.S. 5,209,688) in view of Bergeron et al. (U.S. 5,897,414). 

Regarding claim 1, Nishigaki et al. disclose a display panel comprising a first 
substrate with transparent electrodes disposed for forming display cells within a display 
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area (see Fig. 1, items 1 and 3; column 1, lines 16-20; column 4, lines 65-68), a second 
substrate disposed separately from and opposite to the first substrate and formed with 
partition walls for forming section of the display cells within the display area (see Fig 1, 
items 2, 4, and 5; column 1, lines 16-25). Nishigaki et al. fail to disclose a first 
positioning mark disposed in at least two or more positions outside the display area of 
the first substrate; and a second positioning mark disposed in at least two or more 
position outside the display area of the second substrate; wherein the first positioning 
marks and the second positioning marks are disposed so that the positional relation 
between the transparent electrodes and the partition walls can directly be recognized. 

Bergeron et al. dispose a display device comprising a first positioning mark 
disposed in at least two or more positions outside the display area of the first substrate 
(see Fig. 1, items 54c and 64e, column 6, lines 36-46). These fiducial marks are used 
to align the first substrate with the second substrate; therefore even though the art does 
not specifically teach fiducial marks on the second substrate, it is obvious for precise 
alignment of the components on both substrates that there must be markings on the 
second substrate. 

Therefore it would have been obvious to one of ordinary skill in the art of display 
panels, at the time the invention was made, to modify the display panel of Nishigaki et 
al. to include positioning marks on the first and second substrate for the benefit of 
precise alignment of the components on both substrates that there must be markings on 
the second substrate. 
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Regarding claim 2, Nishigaki et al. and Bergeron et al. teach the display panel 
according to claim 1 . Bergeron et al. further disclose the positioning marks on the first 
substrate at four corner positions (see Fig. 1, item 54c). Although, Bergeron does not 
specifically site positioning marks at four corner positions on the second substrate, it 
would be obvious to do so to have the most precise alignment of the two substrates. 

Regarding claim 6, Nishigaki et al. and Bergeron et al. teach the display panel 
according to claim 1. The Examiner notes that the claim limitation that "the first 
positioning marks are formed at the same step as a step of forming the transparent 
electrodes, whereas the second positioning marks are fomried at the same step as a 
step of forming the partition walls" is drawn to a process of manufacturing, which is 
Incidental to the clamed apparatus. It is well established that a claimed apparatus 
cannot be distinguished over the prior art by a process limitation. Consequently, absent 
a showing of an unobvious difference between the claimed product and the prior art, the 
subject product-by-process claim limitation is not afforded patentable weight (see MPEP 
21 13). Therefore, it is the position of the examiner that it would have been obvious to 
one of ordinary skill in the art that the positioning mark disclosed by Bergeron et al. is at 
least a fully functional equivalent to the Applicant's claimed positioning mark. 

Regarding claim 8, Nishigaki et al. disclose a display panel comprising a first 
substrate with transparent electrodes disposed for forming display ceils within a display 
area (see Fig. 1, items 1 and 3; column 1, lines 16-20; column 4, lines 65-68), a second 
substrate disposed separately from and opposite to the first substrate and formed with 
partition walls for forming section of the display cells within the display area (see Fig 1 , 
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items 2, 4, and 5; column 1, lines 16-25). Nishigaki et al. fail to disclose a first partition 
walls on both the first and second substrates, and positioning mark disposed in at least 
two or more positions outside the display area of the first substrate; and a second 
positioning mark disposed in at least two or more position outside the display area of 
the second substrate; wherein the first positioning marks and the second positioning 
marks are disposed so that the positional marks are disposed so that the positional 
relation between the transparent electrodes and the partition walls can directly be 
recognized. 

Bergeron et al. disclose a display device comprising first partition walls disposed 
from the first substrate, and partition walls disposed from the second substrate (see Fig. 
2b, items 50 and 78). Bergeron et al. also disclose a display device comprising a first 
positioning mark disposed in at least two or more positions outside the display area of 
the first substrate (see Fig. 1 , items 54c and 54e, column 6, lines 36-46). These fiducial 
marks are used to align the first substrate with the second substrate; therefore even 
though the art does not specifically teach fiducial marks on the second substrate, it is 
obvious for precise alignment of the components on both substrates that there must be 
markings on the second substrate. Bergeron et al. further disclose that the walls 
coming off of each respective substrate enable the display to withstand external forces. 

Therefore, it would have been obvious to one having ordinary skill in the art of 
display panels, at the time the invention was made, to modify the display panel of 
Nishigaki et al. to include spacers on both substrates and positioning marks for the 
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benefits of resistance to external forces and precise alignment of the components on 
both substrates. 

Regarding claim 9, Nishigaki et al. and Bergeron et al. teach the display panel 
according to claim 8. Bergeron et al. further disclose the positioning marks on the first 
substrate at four corner positions (see Fig. 1 , item 54c). Although. Bergeron does not 
specifically site posifioning marks at four corner positions on the second substrate, it 
would be obvious to do so to have the most precise alignment of the two substrates. 

Regarding claim 13, Nishigaki et al. and Bergeron et al. teach the display panel 
according to claim 8. The Examiner notes that the claim limitation that "the first 
positioning marks are formed at the same step as a step of forming the transparent 
electrodes, whereas the second posifioning marks are formed at the same step as a 
step of forming the partifion walls" is drawn to a process of manufacturing, which is 
incidental to the clamed apparatus. It is well established that a claimed apparatus 
cannot be distinguished over the prior art by a process limitation. Consequently, absent 
a showing of an unobvious difference between the claimed product and the prior art, the 
subject product-by-process claim limitation is not afforded patentable weight (see MPEP 
2113), Therefore, it is the position of the examiner that it would have been obvious to 
one of ordinary skill in the art that the positioning mark disclosed by Bergeron et al. is at 
least a fully functional equivalent to the Applicant's claimed positioning mark. 

Regarding claim 15, Nishigaki et al. disclose a method of producing display 
panel comprising: putting a first substrate and a second substrate on top of each other, 
the first substrate being formed with transparent display electrodes disposed for forming 
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display cells within a display area, the second substrate being formed with partition 
walls for forming sections of the display cells within the display area (see Fig. 1 , items 1 , 
2, 3, 4, and 5; column 1 , lines 16-25; column 4, lines 65-68). Nishigaki et al. fail to 
disclose forming pairs of first positioning marks and second positioning marks for use in 
verifying the positioning of the transparent electrodes and the partition walls in at least 
two or more positions outside the display areas of the first substrate and the second 
substrate before the step of putting the substrates on top of each other. 

Bergeron et al. disclose a method of producing a display panel comprising 
forming pairs of first positioning marks (see Fig. 1, items 54c and 54e, column 6, lines 
36-46) and aligning them with the second substrate. Even though the art does not 
specifically teach fiducial marks on the second substrate, it is obvious for precise 
alignment of the components on both substrates that there must be markings on the 
second substrate. 

Therefore, it would have been obvious to one having ordinary skill in the art of 
display panel manufacture, at the time the invention was made, to modify the method 
according to Nishigaki et al. to have positioning marks on the first and second substrate 
for precise alignment of the substrates. 

Regarding claim 16, Nishigaki et al. and Bergeron et al. disclose the method of 
producing a display panel according to claim 15. Even though, measuring the 
coordinates before placing the first substrate on top of the second is not specifically 
disclosed by Bergeron et al., it would be obvious to one having ordinary skill in the art to 
do so, to ensure precise alignment of the substrates. 
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Regarding claim 17, Nishigaki et al. disclose a method of producing a display 
panel comprising: putting a first substrate and a second substrate on top of each other, 
the first substrate being formed with transparent display electrodes disposed for forming 
display cells within a display area, the second substrate being formed with partition 
walls for forming sections of the display cells within the display area (see Fig. 1 , items 1 , 
2. 3, 4, and 5; column 1, lines 16-25; column 4, lines 65-68). Nishigaki et al. fail to 
disclose forming barrier walls on both the first and second substrate, and pairs of first 
positioning marks and second positioning marks for use in verifying the positioning of 
the transparent electrodes and the partition walls in at least two or more positions 
outside the display areas of the first substrate and the second substrate before the step 
of putting the substrates on top of each other. Nishigaki et al. fail to disclose forming 
pairs of first positioning marks and second positioning marks for use in verifying the 
positioning of the first partition walls and the second partition walls in at least two 
positions outside the display areas of the first substrate and the second substrate before 
the step of putting the substrates on top of each other. 

Bergeron et al. disclose a method for barrier walls on the first and second 
substrates (see Fig. 2b, items 50 and 78), and forming pairs of first positioning marks for 
use in verifying the position of the components of the two substrates in at least two 
positions outside the display area of the first substrate (see Fig. 1 , items 54c and 54e, 
column 6, lines 36-46). These fiducial marks are used to align the first substrate with 
the second substrate; therefore even though the art does not specifically teach fiducial 
marks on the second substrate, it is obvious for precise alignment of the components on 
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both substrates that there must be markings on the second. substrate. Bergeron et al. 
further disclose that the walls coming off of each respective substrate enable the display 
to withstand external forces. 

Therefore, it would have been obvious to one having ordinary skill in the art of 
display panels, at the time the invention was made, to modify the display panel of 
Nishtgaki et al. to include spacers on both substrates and positioning marks for the 
benefits of resistance to external forces and precise alignment of the components on 
both substrates. 

Regarding claim 18, Nishigaki et al. and Bergeron et al. disclose the method of 
producing a display panel according to claim 17. Even though, a step of individually 
measuring the coordinates of the positions of the first positioning marks and the second 
positioning marks before putting the substrates on top of each other, and relatively 
moving the first substrate and the second substrate so that deviation in position 
corresponding to the coordinates thus measured is adjusted is not specifically disclosed 
it would be obvious to one having ordinary skill in the art to do so, as to precisely align 
the components on both the first and second substrate. 

Allowable Subject Matter 

Claims 5, 7, 12, and 14 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 5 and 12 are allowable subject matter because they both specify a 
display panel with the limitation that the first positioning marks are formed in the same 
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layer as a layer in which the transparent electrodes are formed, whereas the second 
positioning marks are formed in the same layer as a layer in which the partition walls 
are formed. 

Claims 7 and 14 are allowable subject matter because the both specify a display 
panel with the limitation that the first positioning marks are formed of the same material 
of the transparent electrodes, whereas the second positioning marks are formed of the 
same material as the material of the partition walls. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony J. Canning whose telephone number is (571)- 
272-2486. The examiner can normally be reached on M-F 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nimesh D. Patel can be reached on (571)-272-2457. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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